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REPLY BRIEF 

Applicant/Appellant submits this Reply Brief to respond to the new 
arguments/assertions made in the Examiner's Answer. 

1. Holding Plural Faxes And/Or Indicating The Receipt Of Plural Faxes Is Not Inherent 
In The Teachings Of Nerlikar 

Claim 21 recites "the printer displaying a plurality of pending secured print jobs 

each having an authorized bio signature associated therewith." As noted in the Appeal 

Brief, Nerlikar describes only a single document faxed from secretary A to secretary B - 

there is no plurality of pending print jobs in Nerlikar. The Examiner argues in response, 

apparently, that this element of Claim 21 is inherent in the single document teaching of 

Nerlikar. The Examiner states at page 9 of the Answer that: 

Examiner responds that Nerlikar can surely send and retrieve more 
than one secured document (or a plurality of faxed and retrieved secure 
documents) since fax machines are designed to send more than one 
communication (fax, document, image, etc.). Nerlikar merely describes a 
scenario/example of a single secure communication, but can definitely 
send more than one secure document. When a user sends more than 
one secure communication there will indeed be a plurality of prompts, 
alerts, or indications ... on the receiving end that secure documents are 
waiting for a certain recipient(s). 
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The Examiner's argument is not correct. First, tlie Examiner's argument pre- 
supposes tliat Nerlil<ar's receiving fax macliine is able to (1) liold plural incoming faxes 
for subsequent printing and (2) indicate that plural incoming faxes are being held for 
subsequent printing. Neither supposition is correct. Nerlikar describes only a single 
document faxed from secretary A to secretary B held at a buffer on the receiving fax 
machine until secretary B is recognized as the authorized recipient. Applicant does not 
concede that all fax machines available prior to February 2001 had the capability of 
holding plural incoming faxes for subsequent printing or that all fax machines had the 
capability of somehow indicating that plural incoming faxes were being held for 
subsequent printing. Nerlikar does not teach any such fax machine. Absent a further 
showing, the Examiner has failed to prove facts upon which he relies to support the 
obviousness rejection based on the combination of Nerlikar and Olsen. 

Second, a receiving fax machine able to (1) hold plural incoming faxes for 
subsequent printing and (2) indicate that plural incoming faxes are being held for 
subsequent printing is not inherent in Nerlikar. To establish inherency, the Examiner 
must show that the missing descriptive matter is necessarily present in the thing 
described in the reference, and that it would be so recognized by persons of ordinary 
skill. The mere fact that a certain thing may result from a given set of circumstances is 
not sufficient. In relying upon the theory of inherency, the Examiner must provide a 
basis in fact and/or technical reasoning to reasonably support the determination that the 
allegedly inherent characteristic necessarily flows from the teachings of the applied prior 
art. MPEP § 2112, paragraph IV. The Examiner has not, as yet, made any showing at 
all that the missing elements are necessarily present in the teachings of Nerlikar. 
Indeed, it seems clear that the method of Nerlikar will work just fine with a receiving fax 
machine that can handle only one incoming fax at a time. Thus, apart from the 
Examiner's failure to carry his burden of establishing inherency, a receiving fax machine 
able to (1) hold plural incoming faxes for subsequent printing and (2) indicate that plural 
incoming faxes are being held for subsequent is, in fact, not inherent in Nerlikar. 
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2. Olsen Only Displays Print Jobs The User Is Authorized To Print 



The Examiner asserts in his Answer that Olsen teaches "[t]he user is allowed to 

select a print job from those that are displayed but cannot print or perform an operation 

on the print job until the user gets proper verification ..." This assertion is not correct. 

Olsen expressly teaches: 

A user may log on to the printing control system 100 according to 
the preferred embodiment of the present invention at any front-end 
module by introducing the user's card 132 into the card reader 130 and 
entering the user's pin code. The front-end module 124 subsequently 
verifies the user's identity by checking the pin code. If the pin code is not 
in accordance with the pin code registered in the server 136 for that 
particular user, then the display 126 informs the user that access is 
denied. On the other hand if the pin code is in accordance with the 
pin code registered in the server 136 for that particular user, then the 
front-end module 124 requests print jobs from the control unit 120. 
However, only print jobs, which the particular verified user is allowed 
to perform. The control unit 120 in turn requests this information from the 
server 1 36 checking the user table 1 1 4 in the job database 1 1 0. The 
verified user may then view a document list, select to printing of any 
of the print jobs or viewing any of the print jobs on the display 126, 
which print jobs are designated to the verified user. In case the 
verified user selects printing of a print job then the job database 1 1 0 
communicates the print job through a connection 140 to a print engine 
142. The print engine 142 enables the control unit 120 to upload the print 
job containing an secured and spooled data file through a connection 144 
and subsequently enables the control unit 120 to further communicate the 
secured and spooled data file to the printer 1 16 so as to complete the print 
job. Olsen column 10, lines 36-62 (emphasis added). 

Thus, in Olsen the only print jobs that are displayed are those that the "verified" 
user is authorized to print. That is to say, the act of verifying that the user is authorized 
to print a print job has already been completed as a prerequisite to the act of displaying 
the print job(s). In the method of Claim 21 , by contrast, the act of comparing bio 
signatures is not a prerequisite to the act of displaying the print jobs. In fact, the act of 
comparing bio signatures in Claim 21 is performed after the act of displaying the print 
jobs. Again, even if the Examiner were to find a reference that teaches an Olsen type 
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display at a printer, adding sucli a post-verification display to Nerlikar still does not yield 
all of the limitations in the method of Claim 21 . 



Respectfully submitted, 
/Steven R. Ormiston/ 

Steven R. Ormiston 
Attorney for Appellants 
Reg. No. 35,974 
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